REMARKS 



The Amendments 

The claims are amended to include a proviso that when R 1 is Ci-C6-alkyl, R 2 is not 
hydrogen or Ci-C6-alkyl. The proviso is supported by the original disclosure's recitation of the 
selections for each of the groups for R 1 and R 2 as alternative options, thus, supporting the 
alternative of excluding them. Further support is found in the examples of the specification, 
wherein most of the examples, i.e., Examples 1-3, 6 and 11-23, are of compounds which meet 
the new proviso. 

Applicants reserve the right to file one or more continuing and/or divisional applications 
directed to any subject matter disclosed in the application which has been canceled by any of the 
above amendments. 

The Rejection under 35 U.S.C. §103 

The rejection of claims 1-5 and 8 under 35 U.S.C. §103, as being obvious over Schmidt 
(DE 1156415), is respectfully traversed. 

Applicants maintain their previous arguments that the compounds of Schmidt '415 
requiring an isopropyl group at the position corresponding to the R 4 substituent of the claimed 
invention do not render obvious the claimed compounds wherein the corresponding R 4 group on 
the claimed compounds is pentan-3-yl or cycloalkyl. Applicants urge that the old Board cases of 
Ex parte Ruddy and Ex parte Nathan cited in the Office action do not support that isopropyl and 
pentan-3-yl groups are homologs. Ruddy found that methyl and propyl groups were homologs. 
Nathan found homology in adding extending an alkylene chain by two carbons. But such 
homology is not analogous to the branched groups at issue here. Further, the Ruddy and Nathan 
cases are not in accord with the Federal Circuit case law cited in the Office action regarding 
adjacent homologs. The adjacent requirement in those cases would exclude the instant situation 
requiring two changes. Finally, applicants urge that the reasoning behind the Ruddy and Nathan 
cases is no longer credible law. The Office action refers to the much more recent In re Jones 
case. This case made clear that while previously particular kinds of similarities, without more, 
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have previously given rise to obviousness, such is no longer the proper law. As Judge Rich stated 

in In re Jones , 958 F.2d 347, 21 USPQ 2d 1941, 1943 (Fed. Cir. 1992): 

The question of 'structural similarity' in chemical patent cases has generated a 
body of patent law unto itself. Particular types or categories of structural 
similarity without more have, in past cases, given rise to prima facie 
obviousness; [cites]. However, none of these types of structural similarity are 
involved here. And in any event, this court has previously stated that 
generalization is to be avoided insofar as specific structures are alleged to be 
prima facie obvious one from the other. In re Grabiak , 769 F.2d 729, 226 
USPQ 870,872 (Fed. Cir. 1985). 

Further reference is made to KSR International Co. v. Teleflex Inc. , 550 U.S. _, 82 USPQ2d 
1385, at 1396 (2007), stating: "rejections on obviousness cannot be sustained by mere conclusory 
statements; instead, there must be some articulated reasoning with some rational underpinning to 
support the legal conclusion of obviousness." KSR, thus, also supports that obviousness cannot 
be based merely on some alleged homology. This is particularly true here where the reference 
expressly requires the very specific isopropyl group at this position and, thus, would clearly 
direct one of ordinary skill in the art from making such a modification. 

Although applicants maintain, for the above reasons, that the previous claims should not 
have been obvious over Schmidt '415, in the interest of furthering prosecution the claims have 
been amended to provide an additional distinction from the reference compounds. The R 2 group 
in the compounds of Schmidt '415 is an alkyl group. Thus, Schmidt '415 does not encompass or 
suggest compounds meeting the proviso added in the current claims, i.e., provided that, when R 1 
is Ci-C6-alkyl, R 2 is not hydrogen or Ci-C6-alkyl. As a result, the claims do not literally 
encompass compounds wherein the chain containing the Ri, R 2 and R 3 groups is merely an alkyl 
group. This group in the claimed compounds must have a hydroxy, alkoxy, acid, amide or 
trifluoromethyl group or form a cyclic group. There is no suggestion from the reference to 
modify the Schmidt '415 compounds to provide a group meeting the recitation of the R 1? R 2 and 
R3 groups in the claims with the new proviso. Further, groups meeting the claim requirements at 
this position could in no way be considered homologs to the mere alkyl groups of Schmidt '415. 

Certainly, there is no reason supported on the record for one of ordinary skill in the art to 
modify the Schmidt '415 compounds to modify both the required isopropyl group and the R 2 
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group in the significant ways necessary to arrive at the claimed invention. 

For all of the above reasons, Schmidt '415 fails to render the claimed invention obvious 
to one of ordinary skill in the art. Thus, the rejection under 35 U.S.C. §103 over Schmidt '415 
should also be withdrawn. 



It is submitted that the claims are in condition for allowance. However, the Examiner is 
kindly invited to contact the undersigned to discuss any unresolved matters. 

The Commissioner is hereby authorized to charge any fees associated with this response 
or credit any overpayment to Deposit Account No. 13-3402. 

Respectfully submitted, 
/John A. Sopp/ 



John A. Sopp, Reg. No. 33,103 
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